Application No. 10/509,944 
Attorney Docket No. 259560US0PCT 
Response to Official Action dated June 17, 2008 

SUPPORT FOR THE AMENDMENTS 

The present amendment amends claims 1, 2 and 6, and adds new claims 15-21. 

Support for the amendment to claims 1 and 6 is found at specification page 5, lines 24 and 25, 
as well as original claims 1 and 6. 

Support for the amendment to claim 2, and newly added claims 20 and 21, is found at 
specification page 7, lines 21 and 22, page 16, lines 6-8, as well as original claim 2. 

Support for newly added claims 15-18 is found at specification page 16, lines 32-35, page 17, 
lines 1-9, page 21, lines 1-7. 

Support for newly added claim 19 is found at specification page 10, lines 12 and 13. 

It is believed that these amendments have not resulted in the introduction of new matter. 
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Application No. 10/509,944 
Attorney Docket No. 259560US0PCT 
Response to Official Action dated June 1 7, 2008 

REMARKS 

Claims 1, 2 and 4-21 are currently pending in the present application. Claims 1, 2 and 6 have 
been amended, and new claims 15-21 have been added, by the present amendment. 

The rejection of claims 1, 2, 4, 5 and 9-13 under 35 U.S.C. § 102(e) as being anticipated over 
Tauer (U.S. 2005/0159596) is respectfully traversed. 

The present application is a 35 U.S.C. § 371 National Stage patent application of International 
patent application PCT/EP03/03538 (WO 03/084960), filed on April 4, 2003, which claims priority to 
German patent application DE 10214937.2, filed on April 4, 2002. 

Tauer is a 35 U.S.C. § 371 National Stage patent application of International patent application 
PCT/EP03/01490 (WO 03/068779), filed on February 14, 2003, which claims priority to German 
patent application DE 10206366.4, filed on February 15, 2002. 

Applicants respectfully submit that neither Tauer , nor priority documents WO 03/068779 and 
DE 10206366.4, qualify as prior art under 35 U.S.C. §§ 102 or 103. Tauer, WO 03/068779 and DE 
10206366.4 have a publication date of July 21, 2005, August 21, 2003, and August 28, 2003, 
respectively, and therefore do not qualify as prior art under 35 U.S.C. § 102(a) or (b). In addition, 
neither Tauer , nor WO 03/068779 qualify as prior art under 35 U.S.C. § 102(e)(1) since WO 
03/068779 was published in a non-English language (See e.g., MPEP § 706.02(f)(l)(I)(C), Example 5 
and III. Flowcharts). Furthermore, the filing date of DE 10206366.4 may not be used as a 102(e) date 
for prior art purposes (See e.g., MPEP § 706.02(f)(l)(I)(D)). 

Applicants respectfully submit that a certified English translation of International patent 

application PCT/EP03/03538 (WO 03/084960) is not required since the present application is a 35 

U.S.C. § 371 National Stage patent application, and thus an accurate English language equivalent 

thereof, as further evidenced by paragraph 6 of the enclosed letter to the U.S. Patent and Trademark 

Office submitted on October 4, 2004, as well as the enclosed internet publication indicating that WO 

03/084960 is also published as U.S. 2005/0167637 (Application No. 10/509,944). 

Withdrawal of this ground of rejection is respectfully requested. 
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Application No. 10/509,944 
Attorney Docket No. 259560US0PCT 
Response to Official Action dated June 17, 2008 

The rejection of claims 1, 2, 4, 5 and 9-13 under 35 U.S.C. §§ 102(b) and/or 103(a) as being 
anticipated and/or obvious over Qbermayer (U.S. Patent 5,180,821) is obviated by amendment, with 
respect to claims 1, 2 and 4-21. 

Amended claim 1 recites, in part, a composition comprising a cyclic compound represented by 
formula (I): 




wherein on average from 0.05 to 100% of R , R 2 and R present in the cyclic compound are not 
hydrogen. 

Amended claim 2 is directed to the composition according to claim 1, wherein on average from 
0.01 to 12 of R 1 , R 2 and R 3 present in the cyclic compound are not hydrogen. 

New claim 20 is directed to the composition according to claim 1 , wherein on average from 1 
to 8 of R 1 , R 2 and R 3 present in the cyclic compound are not hydrogen. 

Amended claim 6 recites, in part, a cyclic compound represented by formula (I), wherein on 
average from 0.05 to 100% of R 1 , R 2 and R 3 present in the cyclic compound are not hydrogen. 

New claim 21 is directed to the cyclic compound according to claim 6, wherein on average 
from 1 to 8 of R l , R 2 and R 3 present in the cyclic compound are not hydrogen. 

Unlike the claimed invention, Qbermayer describes cyclic tetrabenzimidazoles according to the 
following structural formulae (See e.g., abstract, column 1, lines 10-13, 43 and 44, Fig. 1, 2A, 2B, 3 
and 4): 



13 



Application No. 10/509,944 
Attorney Docket No. 259560US0PCT 
Response to Official Action dated June 17, 2008 




The claimed cyclic compounds according to formula (I) are fundamentally different from the 
cyclic tetrabenzimidazoles of Obermayer . Unlike the claimed cyclic compounds according to formula 
(I), wherein on average from 0.05 to 100% of the R 1 , R 2 and R 3 substituents present on the cyclic 
compounds are not hydrogen (claims 1 and 6), on average from 0.01 to 12 of the R 1 , R 2 and R 3 
substituents present on the cyclic compounds are not hydrogen (claim 2), and on average from 1 to 8 
of the R\ R 2 and R 3 substituents present on the cyclic compounds are not hydrogen (claims 20 and 
21), the structural formulae of the cyclic tetrabenzimidazoles of Obermayer necessarily contain only 
hydrogen atoms on the aromatic benzene rings of the cyclic tetrabenzimidazoles. 
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Application No. 10/509,944 
Attorney Docket No. 259560US0PCT 
Response to Official Action dated June 17, 2008 

The mere possibility that the aromatic benzene rings of the cyclic tetrabenzimidazoles of 
Obermaver could be substituted with at least one substituent that is not a hydrogen atom, as opposed to 
only hydrogen atoms as described in Obermaver , to arrive at the claimed cyclic compounds according 
to formula (I) is an insufficient ground for arriving at a supportable conclusion of unpatentability. 

A prima facie case of obviousness requires that the prior art provide a skilled artisan with 
sufficient motivation and guidance to make the proposed molecular modifications needed to arrive at 
the claimed compounds. See e.g., MPEP § 2144.08(II)(A)(4), Takeda v. Alphapharm, 83 USPQ2d 
1169, 1174 (Fed. Cir. 2007). 

Obermaver merely describes substituting the aromatic benzene rings of the cyclic 
tetrabenzimidazoles with only hydrogen atoms. Accordingly, Obermaver necessarily fails to disclose 
or suggest substituting the aromatic benzene rings of the cyclic tetrabenzimidazoles with at least one 
substituent that is not a hydrogen atom, to arrive at the claimed cyclic compounds according to 
formula (I), thereby precluding a conclusion of obviousness. 

Withdrawal of this ground of rejection is respectfully requested. 

Applicants respectfully request that the provisional obviousness-type double patenting 
rejection of claims 1, 2, 4, 5 and 9-13 over claims 10-17 of copending application number 10/503,587 
(Tauer U.S. 2005/0159596) be withdrawn due to the abandonment of said copending application. 

In conclusion, Applicants submit that the present application is now in condition for allowance 
and notification to this effect is earnestly solicited. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 
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